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Periby for Riepiy / . ^ . 

A SHdRfEN'EbiSTAf UTORY PERldb FOR F?fePLY IS SEt TO EXPIRE 1 MONTH{S) FROM 
tME MAILING DATE OF THIsleOM^ 

- Extensions of time may be available^under the provisions of 37 CFR 1 . 1 36(a). In no event, "however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this cbnrimunicatibn. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days' will be considered tirnely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this cbmnnuriicatibn. 

- Failureto replywithinthesetorextendedperiodforreply will, by statute, cause the application to become A (35 U.S.C. § 133). 

- Any reply received by the Office later than three rihbnlhs after the rtiailing date of this communication, even if timely filed, may reduce any 
earnied patent term adjustment. See 37 CFR 1.704(b). 

Status 

i^C] Responsive to cdnrinlunicatioh{s) fi^^ 



2a)Q * Thisac^^^^ 2b)D This iaiction Is hbn-final. 

3)D Silice this application is In cbhditidn for allowance except for formal matters, prosecution as to the merits is 
closed iri accdrdahce with the practice unde^ 
Disposition of Gliaims .['.):'• 

' ■ 4)1^ Glliim(s) 7-36 is/are pending in the application. . :/ 

4a) Of the above claini($) is/are withdrawn from cbnsidei^ation. 

6) D Claim(s) is/are allowed. 
eVn ■ Claim(s) . . .. isVafg reieTctied. 

7) [I| Glaim(s) ^ . ; is/are objected to. • 

8) 1^ -GlaiiirKs) 1-36 are subject to restriction ^nd/6r election requirement. . . - / . 
Applicatioh Papers . 

9) 1"] The spedficatVn is'^d^^ 

fO)n The drawing(s) filed on . Is/are: a)D accepted or b)^ objected to by the Examiner. 

■ Applicant may hot request that any objection to the drawihg(s) be held in abeyance. See 37 GFR 1 .85(^). 

1 i )□ The proposed drawing correction filed on is: a)II] approved b)D disapproved by the Examiner. 

If approved,- corrected drawings are required in reply to this Office action. . ' * 

i 2)D The oath or declaration is objected to by the Examiner. 
Pri6rity^urid6r 35 U.S.C. §§ 119 2^^^ 
1 3 )□ Ackhowledgmerit is made of a clalrh for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
N a)Q AII b)d S6me* c)D K^^^^ ^ ' 

1 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

. 14)[I] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional applicatioh). 

a) □ The trahslatidn of the foreign language provisional application has been received. 
15)Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachmeht(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Infcmial Patent Application (PTO-152) 

3) □ Information Disclosure Statemeht(s) (PTO-1 449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 
Election/Restrictions 
1 . Restrictioii to one of the following inventions is required under 35 U.S.C. 121 : 

L Claims l-i-5v 18, and 20^36, drawn to a rnethod of performing a one-pot organic 
. rea;Gti6rii' Classified in d^^ . < 

II. , ^ Claims 15-18, arid 35-36, drawn to a method for preparing a chemical library, 
dassified in class 435, siibl:lass 3. 
; III. Claim 19j dfawn to a kit for organic reactions, classified in class 435, subclass 

^ ' ■';*..■-.• "V/.^ ;''2;8i7.i. . . • ■ . 

''It is rioted that the method of Group I is unclear as to the type of erid product is being produce^: 
by (K^'inetkdd df the orgMic reaction since carboti rndhoxide is the redctdnt. Additionally, the - 
method of Group U is also unclear as to the type of " chemical library'' being produced by the 
recited rnethod. " . 

the iriveritibns are distinct, each* fi'bm the other because of the following reasons : 
: 2. \, Inventioins of Group I and Group II are unrelated. Ifiventidns are unrelated if it caii be 
shown that they are hot disclosed as capable of use together and they have different modes of 
operation, different fiinctidns, or different effects (MPEP § 806.04, MPEP § 808.01). In the 
instant case the different iriVentions have different method steps that have different fiinctibns arid 
effects, the feature of carbon monoxide as reactant of Group I is not reqtiired by the clairiis of 
Group IL 
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3. Inventions of Group I (process) and Group III (apparatus) are related as process and 
apparatus for it's practice. Thd irivehtions are distinct if it caii be sHowri that either: (1) the 
process as claimed can be practiced by another materially different apparatus or by haiid, or (2) 
the apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In tfiis case the apparatus as claimed can be used to practice another and 
materially different process such as the method of Group II or substrate preparation for biochip. 

4. MvehtiOns of Group II (process) and Group ril(ap^ 

apparatus for its prafetice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed cian be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice ianother and 
materiklly different process such as the method of Group I or substrate preparation for biochip. 

5. 'Because these inventions are distinct for the reasons given above and the searchies 
required aire not co-extehsive thus requiring a burdensome seiarch, restriction for examination 
purposes as indicated is proper: Additionally, different patentability considerations are involved 
for each group. For examplej a patentability determination for Group III would involve a 
determination of the patentability of a kit while a patentability determination for Group I would 
involve a consideration of the patentability of a method for performing a one-pot organic 
reaction. These considerations are very different in nature. 
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6. TKis application contains claims directed to the following patentably distinct species of 
the dairhed invention: 

7. if appliMk elect the invention of either Group I (Claims 1-14^ 18, and 2046), Group 
il (Claims 15-18, and 35^36), or Group Hi (Claims 19), applicants are riequired to further elect 

species from J^iticA group belbw 
a. Non-catalyzing solidf 





c. The hietai catalys't (with rfegards t6 ^roup\l and Group II). 

d. the non-metal substrate (with regards td Group I and Grotip 11). 

e. The additional reactaiit (with regards to Group I and Group 11). 
gi An energy Source (with reg^^ 

/ Further, a single elected species of a "non-catalyzing CO releasing compound" would : : 
include a specific chemical structure (e.g. defining a specific species for each of the mdiety ' 
that is "M",'"x", "y", " Kx'', and ^^fe^Q^ A single elected species of "an additional reactant" 
would include a specific (Chemical structure (e.g. defining a specific species for the moiety 
that is "R3")* 

8; Appiitarit is advised that a reply to this require 

the species ihttt is el(scted consonarii with this requirement, and a listing of all claims readable 
ihereon, including any claims subsequently added. An argument that a claim is allowable or 
that all claims are generic is considered nonresponsive unless accompanied by an election. 
9. Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form of otherwise include all the 
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limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election^ applicant must indicate Which are readable upon the elected species. MPEP § 
809.02(a). 

10. Should apphcarit traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of rec6rd showing the species to 
be obvidiis vaiitots of clearly admit on the record that this is the case. In either instance, if the 
jexamineir finds one of the iriVerifidfis unpatentable over the prior art, the evidence or aldmission . 
.may be used in a rejection under 35 U!S.C. 103(a) of the other invention. \- 

11. ^pplidarit is advised that the reply to this requirement to be cbniplete must include an 
electidh o/the iiiVeiitibn'td bfexxaniih even though the requirement be tiriaversed (37 CFR \ 
i.l43). . V 

12 . ' Aj)plicaiit is reihinded that upon the cancellation of claims to a non-elected invention, the 
invehtdrship niust be aiiiended in compliance with 37 CFR r.48(b) if one of more of the 
cuff ehtiy named iriveritof s is no longer ah inventor of at Ifeast one claim remainirig in the 
.applicatioh. Any aniendmeiit of inventbrship must be accompanied by a request under 37 CFR 
1 M(h)mdby the fee required under 37 CFR 1 . 1 7(i). 

Conclusion 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to My-Chau T. Tran whose telephone number is 703-305-6999. 
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themaminer is on Increased Mex Schedule and can normally be reached on Monday: 8:00^ . 
2:30; Tuesday-Thursday: 7:30-5:00; Friday: 8:00-3:30: 

If attempts to reach the examinfer by telephone are unsuccessful, the examiner' s 
supervisor, Andrew J. Wang can be reached on 703-306-3217. The fax phone numbers for the 
brgariizatioii wliere this Application or proceeding is assigned are 703-872-9306 for regular 
conimunicatibhs^arid: 703-872-9 

Any inquiry Of a geiieral iiature br relating to the statiis of this apiplicalion or proceeding 
Should be directed to the receptionist whose telephone number is 703-308- 11 23. 



met ; ' 

March 31, 2003 
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